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I. ARGUMENT 



A. The rejected claims are patentable over the device of the Musacchia 
patent under Federal Circuit case law. 

In the Answer, the Examiner states that "if the examiner was to agree with 
Appellant's arguments, it has been held that forming in one piece an article which has 
formerly been formed in two pieces and put together involves only routine skill in the art. 
Howard v. Detroit Stove Works, 150 U.S. 164 (1893). 

This ancient authority, although never expressly overruled by the Supreme Court, was 
cited for the last time in a published decision of the C.C.P.A. in 1938. 1 

Since that time, however, the Federal Circuit has ruled on several occasions that a 
one-piece vs. two-piece construction alone is not sufficient to make an invention obvious. 

In In re Helmond 2 , the Court stated: 

"In rejecting the involved claims the primary examiner applied 
the general rule, that there is no invention in forming a member 
in one piece instead of several pieces together, where no 
change in function or operation is involved. .. 

...the sole question to be decided by us is... do the facts in this 
case bring it within a recognized exception to the general rule 
applied by the tribunals of the Patent Office. 

...it appears to us that the problem presented in making the 
rack bar of Kurowski in one piece presents something more 
than merely making in one piece that which had formerly been 
made in three pieces. We are of the opinion that it would not 



See Westlaw Keycite printout, Ex. A. 
2 29 C.C.P.A. 795, 124 F.2d 222 (C.C.P.A. 1941) 
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be obvious to one skilled in the art to modify the Kurowski 
device so as to make a rack of one piece construction." 3 

In In re Jones 4 , the claims under appeal (claims 6 and 8) claimed a "cap being formed 
of plastic material and providing a one piece structure...". 5 The prior art disclosed a cap 
having more than one piece. 6 In reversing the decision of the Board of Appeals rejecting the 
claims, the Court stated: 

"In our opinion the rejected claims not only patentably 
distinguished from the prior art, but also the notion of forming 
a cap as appellant has done, is an inventive conception." 7 

Finally, in Carl Schenck, A.G. v. Nortron Corp. 8 , the Court extensively discussed the 
defense of making a structure in one piece not rising to the standard of invention. 9 

The defendant, Nortron, argued that "the present invention was merely the forming of 
that structure in one piece, a step, Norton says, that would have been obvious to those skilled 
in the art at the time the invention was made." 10 

In its opinion, the Court stated: 

"In its argument that the invention here is but making integral 
what had earlier been made in four bolted pieces, Norton seeks 
to limit the focus of inquiry to a structural difference from the 
prior art and then to show that that difference alone would have 

h± 

4 39 C.C.P.A. 913, 195 F.2d 538 (C.C.P.A. 1952) 

5 id. 

6 id. 

7 id. 

8 713 F. 2d 782 (Fed. Cir. 1983) 

9 id. at 784. 

10 id. at 785. 
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been obvious. That effort is not proper under the statute, which 
requires that an invention be considered 'as a whole', 35 U.S.C. 
§ 103. As Judge Nixon recognized, 'the emphasis on 
nonobviousness is one of inquiry, not quality.' Graham v. John 
Deere Co. 383 U.S. 1, 15 L.Ed. 2d 545, 86 S.Ct. 684 (1966). 
The inquiry here establishes that the present invention includes 
the inventor's elimination of the need for damping. Because 
the insight was contrary to the understanding and expectations 
of the art, the structure effectuating it would not have been 
obvious to those skilled in the art. United States v. Adams, 383 
U.S. 39, 15 L.Ed.2d 572, 86 S.Ct. 708 (1966)." 

The above cases show established Federal Circuit precedent that making in one piece 
an article that has formerly been formed in two pieces and put together is not always merely 
the exercise of routine skill in the art. The facts of each case must be considered. 

Here, the only reference cited against the claims is the Musacchia patent. In the 
instant application, Appellant has distinguished this patent and points out the advantages of 
his invention over the patent. Furthermore, Appellant has shown that Musacchia teaches 
away from making a one-piece game call and elevating device as claimed. 

In addition, the Supervisory Examiner is simply wrong in stating that Musacchia 
discloses a one piece game call and elevating device. Clearly, the holder 10 and call 30 are 
separate pieces which are held in place by a retainer element 44. If they were a single piece, 
there would be no need for the retainer element. Furthermore, Appellant's discussion of 
Musacchia at page 3 of the instant application makes it clear that "one piece" as used by 
Appellant does not include the Musacchia device. 

In addition, the Supervisory Examiner's position in the Answer (that Musacchia 
discloses a one-piece construction) directly contradicts the position that Examiner Cegielnik 
took in the Final Office Action, where she stated that 

"Musacchia discloses the claimed invention except for the 
game call device constructed in one piece as recited in claims 
1, 10, 14, and 17." (emphasis supplied) 
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Appellant wrote its Appeal Brief in response to the above-cited position of Examiner 
Cegielnik. It is certainly not proper for the Supervisory Examiner to change the earlier 
Examiner's position by one hundred eighty degrees in the Answer, without affording the 
Appellant an opportunity to present contra arguments. This is effectively a new ground of 
rejection which is prohibited by 37 C.F.R. § 1.193. 

For the above reasons, Appellant respectfully requests the Board to overturn the 
Examiner's rejections and allow the claims under appeal. 

Respectfully submitted, 
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